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An application has been filed by Training & Devel opnent

Corporation to register on the Principal Register the mark

shown bel ow

for “conputer-based software for use by educators, trainers
and social service providers to integrate services delivery,

and to nonitor and eval uate the status, progress and
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performance of individuals, prograns and enterprises." The
application is based on applicant’s assertion of a bona fide
intention to use the mark in conmmerce. Applicant included
the following statenent in its application: “The mark
consists, in part, of the Geek letter Y (Xi), which is the
fourth letter of the termPRAYIS in applicant’s mark.”
Appl i cant disclainmed the words “Personal Records Access and
I nformati on System”

In its anended notice of oppositionﬂ Educati onal
Testing Service alleges that it is the owner of three
regi strations, one for the mark THE PRAXI S SERI ES:
PROFESSI ONAL ASSESSMENTS FOR BEGQ NNI NG TEACHERS ( Reg. No.

1,772,125),f]and the two marks shown bel ow

Reg. No. 1,772,128 Reg. No. 1,812,590
all for “conputer prograns in the field of test devel opnent,
test adm nistration and test scoring for teacher

exam nations” in International Class 9, “printed test forns

1 Opposer’s notion to anmend its notice of opposition was granted
by Board order dated March 27, 1996.

2 The Anerican Heritage Dictionary defines “praxis” as “n. 1
Practical application or exercise of a branch of |earning. 2.
Habi tual or established practice; custom” The Board may take
judicial notice of dictionary definitions. See TBMP §712.01.
(See al so, opposer’s Exhibit 14, p. 3.)
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and test form answer sheets, printed booklets and

i nstructional manuals for teacher exam nations” in
International Cass 16,3 &nd “test devel opnent, test

adm nistration and test scoring services for a series of

t eacher exam nations, perform ng research and validity
studies with respect to teacher exam nations” in

I nternational C ass 42;4[ﬂhat since prior to the filing date
of applicant's application opposer has continuously used the
mar Kk THE PRAXI S SERI ES: PROFESSI ONAL ASSESSMENTS FOR

BEG NNI NG TEACHERS for its proficiency assessnent printed
materials and rel ated services and for its conputer prograns
relating to its assessnent and eval uati on services; and that
applicant's mark so resenbl es opposer's previously used and
registered marks, if used on applicant's identified goods,

woul d be likely to cause confusion or m stake or to deceive.

3 The wording of the International Class 16 goods differs in
order, but not in substance as to the International C ass 16
goods covered by each registration.

4 Registration No. 1,772,125, issued May 18, 1993; Section 8
affidavit accepted.

Regi stration No. 1,772,128, issued May 18, 1993; Section 8
affidavit accepted. This registration includes a statenent that
the drawing is lined for the col or bl ue.

Regi stration No. 1,812,590, issued Decenber 21, 1993; Section 8
af fidavit accepted.

The words “series” and “professional assessnents for beginning
teachers” are disclainmed in each registration

The clainmed date of first use is Septenber 25, 1991 for the
International Cass 9 goods, June 23, 1991 for the Internationa
O ass 16 goods, and June 23, 1991 for the International C ass 42
services in each registration
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In its amended answer with counterclai msf]
applicant/petitioner (hereinafter applicant) admts that
opposer/respondent (hereinafter opposer) is the owner of its
three pl eaded registrations; that the dom nant feature of

applicant's mark is the word PRAYIS; and that “the term

‘“PRAYIS in Applicant’s mark resenbl es i n appearance the
term PRAXIS in Qpposer’s registered mark,” but
specifically denies that the termPRAXIS is the dom nant
feature of opposer’s registered nmarks. Applicant denies the
remai ning salient allegations of the anmended notice of
opposition.ﬂ Al so, applicant counterclained to cancel the
International Class 9 goods in each of opposer’s three

pl eaded regi strations essentially on the basis that opposer
does not use the involved marks in comrerce on conputer

progr ans.

5 Applicant’s notion to anend its answer was granted by Board
order dated August 24, 1998.

6 On March 27, 1996, the Board, inter alia, denied both parties’
motions for sunmmary judgnment on the issue of |ikelihood of
confusion. |In footnote 4 of that order, the Board referred to
the inconsistency in applicant’s adm ssion that the dom nant
feature of applicant’s mark cl osely resenbles in sound,
appearance and connotation the dom nant feature in opposer’s mark
in light of other denials in applicant’s answer; and the Board
stated that “we are treating applicant’s answer to include a
deni al of this paragraph” (Paragraph 12 of the original notice of
opposition). Subsequent to that Board order applicant has filed
an answer to the anended notice of opposition, as well as an
amended answer with counterclainms. In both docunents applicant
admits opposer’s allegation (now paragraph 19) that the term
PRAYIS in applicant’s mark resenbl es in appearance the term
PRAXIS in opposer’s mark. This is now clearly an adm ssion by
applicant as to the simlarity in appearance of the words PRAYIS
and PRAXI S.
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Qpposer, in its answer to the counterclaim denies the
salient allegations thereof.l

The record consists of the anended pleadings; the files
of the opposed application and of the registrations sought
to be cancelled; trial testinony, with exhibits, taken by
each party; notices of reliance filed by each party; and
rebuttal testinony and evi dence taken and filed by opposer.

Both parties filed briefs on the case, but neither
party filed a supplenmental brief (as explained in footnote

7, supra). An oral hearing was not requested.

Evidentiary Matters
Prelimnarily, we wll address each party’s objections
to various natters in the record. First, in opposer’s brief

on the case, in the section describing the record, opposer

7 Trial dates in the opposition had closed and the parties had
filed their briefs on the case when, on August 24, 1998, the
Board granted applicant’s notion to anmend its answer to include a
counterclaim The Board all owed opposer tinme to file an answer
to the counterclaim and counterclaimdates and suppl enenta
briefing dates were set by the Board. |In an order dated Decenber
6, 1999, the Board (i) denied opposer’s notion to dismnmiss the
counterclai munder Fed. R Gv. P. 12(b)(6)—holding that while
the counterclaimis not a sufficient pleading of fraud under Fed.
R Gv. P. 9(b), the pleading does include a sufficient pleading
t hat opposer does not use its nmarks on conputer prograns
(I'nternational Cass 9 goods); (ii) denied opposer’s notion for
sumary judgnent on the counterclaim including a | engthy

di scussion that the issue raised by applicant’s counterclaimis
whet her the use of opposer’s mark on conputer programns
constitutes use of the mark on separate goods in trade; (iii)
reset opposer’'s time to answer the counterclaim and (iv) reset

t he expedited counterclaimtrial and supplenental briefing
schedul e. Opposer filed its answer to the counterclaim but
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referred to “Applicant’s ‘ Response’ Notices of Reliance
“Upon Further Portions’ of [discovery depositions of and

di scovery responses by applicant] Wiich the Board May, in
its Discretion, Refuse to Consider under 37 CF. R
82.120(j)(4).” This objection is noot as to the Marc Tucker
deposition because the entire deposition was |ater submtted
by opposer. As to the remaining four “response” notices of
reliance filed by applicant, opposer nade no cl ear and
specific objection, and did not file a notion to strike
these notices of reliance. Thus, the Board, in its

di scretion, has considered applicant’s “response” notices of
reliance.

Next, inits reply brief, (i) opposer noved to strike
pages 9-11 and 22-23 of applicant’s brief (relating to
third-party uses and/or registrations); and (ii) opposer
requested (on page 11) that “so nmuch of Applicant’s Brief as
consi sts of argunent in support of cancellation of Opposer’s
pl eaded registrations in Cass 9 on alleged grounds of non-
use should be stricken.” Opposer’s notion to strike
specific pages of applicant’s brief, as well as opposer’s
request to strike non-specific portions of applicant’s
brief, are both denied. The Board does not generally strike

argunents in a brief, but we will consider a party’s

neither party submtted any further trial evidence, or any
suppl enmental briefs.
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obj ections and any inproper portion(s) of a brief wll be
di sregarded. See TBMP §540.

Applicant (on pages 31-33 of its brief) objected to
opposer’s Septenber 25, 1997 rebuttal notice of reliance on
printed publications under Trademark Rule 2.122(e) on the
basis that they are “irrelevant and imuaterial” and
“unpersuasive.” (A photocopy of this notice of reliance was
attached as Exhibit 50 to opposer’s brief.) Because
applicant’s objections to opposer’s Septenber 25, 1997
notice of reliance, in essence, relate nore to the probative
val ue of the evidence than to the adm ssibility thereof, the
obj ections are overruled. See TBMP §708, and cases cited
t herein. [

Finally, on pages 20-21 of its brief, applicant stated
that during the June 10, 1997 testinony deposition of Pau
A. Ransey, Ph.D., applicant “objected to entry in the record
of what [opposer] inits Final Brief has identified as
Exhibits 41, 42, 43 and offered during M. Ransey’s
testi nony as Qpposer’s Exhibits 2, 3, 7, 8, 9, 17, 29, 30,
33 and 36, on the grounds of hearsay, or for a |ack of
foundation in the wtness through which those exhibits were

of fered, or a conbination of the twd”; and that applicant

8 On page 21 of applicant’s brief, applicant appears to object to
opposer’s Septenber 25, 1997 notice of reliance on printed
publications on the ground that it is inproper rebuttal. W

di sagree and this objection is overrul ed.
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“repeats and re-asserts its objection to the entry of those
exhi bits and noves the Board to deny their entry.”

The exhibits attached to opposer’s brief as Exhibits
41-43 correspond only with opposer’s Exhibits 7-9 offered at
the June 10, 1997 Ransey deposition. Wether applicant
intended only testinony Exhibits 7-9, or all of those
enuner at ed above, upon our review of the June 10, 1997
Ransey deposition, we overrule applicant’s objections.
During the course of the deposition, this witness offered
testi mony which provides sufficient foundation regarding the
i nvol ved matters. As to applicant’s hearsay objection, we
find that, in the context of Dr. Ransey’ s testinony, this is
not well taken.

Applicant’s objections to evidence, opposer’s conment
on applicant’s “response” notices of reliance, and opposer’s
notion and request to strike have been denied, but we hasten
to add that the Board has considered the evidence or
argunents only for appropriate purposes. As a final point,
we woul d add that even if the involved testinony and
evi dence were excluded, we would reach the sanme result on

the nerits of this case.

The Parties
Educati onal Testing Service (opposer), a non-profit

organi zati on, was founded in 1947 to create assessnent
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systens i ndependent of particular curricula. Qpposer offers
vari ous tests such as the SAT and the GRE. (Opposer’s THE
PRAXI S SERI ES program designed to replace its Nationa
Teacher Exam nation (NTE), is a |icensing exam nation for
begi nni ng teachers, which consists of three parts or
assessnents, nanely, PRAXIS | - a test of the potenti al
teacher’s basic skills of reading, witing and nat hemati cs
(which can be taken either on a conputer or in paper and
pencil format); PRAXIS Il — a test of the potential
teacher’s know edge of the subject area he or she is going
to teach, such as math, English, history, and the |ike
(taken in paper and pencil format); and PRAXIS Il — an
observation evaluation in the classroomof the teaching
skills of the beginning teacher.

Initial research and devel opnent of THE PRAXI S SERI ES
tests began in 1987, with field testing, involving thousands
of teachers and students, beginning in January 1991 for
PRAXIS I'll evaluations, in June 1991 for PRAXIS Il tests and
in Septenber 1991 for PRAXIS | tests. Qpposer formally
| aunched THE PRAXI S SERI ES testing programin spring 1992;
this program being the | argest devel opnent activity ever
undert aken by opposer, with opposer investing between $45

and $60 million in its devel opnent.f] QCpposer’s use of its

9 Both opposer and applicant subnmitted portions of the record
under seal as “confidential.” However, in the briefs on the
case, the parties specifically referred to various portions of
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regi stered THE PRAXIS SERI ES mar ks has been conti nuous since
1991.

Opposer al so has used and has established comon | aw
rights in the marks PRAXIS I, PRAXIS I, and PRAXIS IIl, and
the word PRAXI S al one, as tradenmarks and as service narks,
with continuous use since May 1992. There is clear evidence
of such use throughout opposer’s brochures, advertising, and
ot her marketing nmaterials. (See, e.g., opposer’s Exhibits
5, 6, 10, 17, 21, 40 and 41, and the rel ated testinony of
Dr. Paul Ransey, opposer’s vice-president for School and
Col | ege Services.)

According to Dr. Ransey, approximately 48 states
requi re teacher assessnent exam nations, and currently 34
states and the District of Colunbia use opposer’s testing
program for teacher |icensing and certification.[] In the
states that have adopted opposer’s THE PRAXIS SERI ES testing
program the PRAXIS Il tests (which assess the test-taker’s
know edge of the specific subject he or she will teach), are
al so required of school guidance counsel ors, adm nistrators,
soci al workers, psychol ogi sts, special education teachers,

vocati onal teachers, and others. THE PRAXI S SERI ES tests

said “confidential” record. Thus, the parties have wai ved
“confidentiality” as to those matters.

10 Dr. Ramsey acknow edged that many of the 34 states utilizing
opposer’s teacher exam nation originally required opposer’s
previous test known as the National Teachers Exam nation, but he
expl ained that all such tests are now under the rubric of
opposer’s THE PRAXI S SERI ES program

10
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are given throughout the entire United States (including al
50 states) on coll ege canpuses, at opposer’s regional
of fices, and at Syl van Learning Centers.

Opposer markets, denonstrates and advertises this
testing program at educational conferences, trade shows and
sem nars, involving groups such as NEA (National Education
Associ ation), AACTE (Anerican Association of Colleges for
Teacher Education), NCSL (National Conference of State
Legi sl ators), HACU (H spanic Association of Coll eges and
Uni versities), NVBA (National Mddle School Association),
California Departnent of Education, NASDTEC (Nati onal
Associ ation of State Directors of Teacher Education and
Certification), NASSP (National Association of Secondary
School Principals), NSTA (National Science Teachers
Associ ation), and NCTM (National Council for Teachers of
Mat h). Both applicant and opposer are exhibitors at the
Ameri can Vocational Association’ s conventions. (See
opposer’s Exhibit 29.)

OQpposer distributes information regardi ng THE PRAXI S
SERIES tests to coll eges and universities (deans of
education), teachers in schools of education, governnent
agencies (state departnents of education), and various
education | eaders. Approximately 14 mllion publications
pertaining to opposer’s THE PRAXI S SERI ES program have been

di stributed between 1991 and 1997. Total marketing costs

11
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are in the hundreds of thousands of dollars per year
(nearing or exceeding $1 mllion dollars in 1997), with the
printing of test booklets and production costs being an
additional fewmllion dollars in costs annually.

Annual revenues from opposer’s THE PRAXI S SERI ES
testing program have anmounted to tens of mllions of dollars
per year since the early and md-nineties. Approxinmtely
one and one-half mllion THE PRAXIS SERI ES tests have been
given to one mllion test-takers.

Training & Devel opnment Corporation (applicant), also a
not-for-profit corporation, runs career advancenent centers
and job corps centers, the end users of which “are
i ndividuals directly involved in transitioning from school
to work, fromwelfare to work, fromjob to job or
endeavoring to advance in a job.” (July 30, 1997 Charles G
Tetro--applicant’s president and CEO -dep., p. 5.) Mre
specifically, applicant’s job training prograns (in M ne
and Virginia) are enploynent training prograns for
unenpl oyed and econom cal | y di sadvant aged i ndi vi dual s
seeking to return to the enploynent market, and applicant
provides “a variety of enploynent assessnent, career
devel opnent services, including occupational training, basic
skills training, job search and job placenent services.”
(Jon Robert Farley--applicant’s vice-president for career

advancenent services--dep., p. 2.)

12
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Appl i cant has not yet used its applied-for mark on the
conputer software identified in its application, and in
fact, applicant has nade a business decision to put its
mar ket i ng and fundi ng plans on hold pending the result of
this challenge to its application. Applicant testified
t hrough, anong others, Charles G Tetro, that its new
conputer programto be sold under the applied-for mark is
intended to be “a next generation of a case managenent
system a successor to [applicant’s Autonated Case
Managenent System or ACMS],” with a nmajor difference being
that the customers thenselves will self-manage their
activity and data rather than as is currently done through
the professional staff for ACNB.EH (August 30, 1996, Tetro
dep., p. 8.)

Applicant’s involved goods will be “targeted initially
to the education sector then to welfare”; applicant “w ||
nount a national Praxis project for education....”; and its
“Personal Records Access and Information System woul d be
sold to schools...” (August 30, 1996 Tetro dep., pp. 12, 13,

45) .

11 Applicant’s Automated Case Managenent System (ACMS) has been
mar keted to educational institutions. (August 30, 1996 Charles
G Tetro dep., p. 33.)

13
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Applicant’s Counterclaim

In its counterclaimto cancel the International Cass 9
goods (“conputer prograns in the field of test devel opnent,
test adm nistration and test scoring for teacher
exam nations”) from each of opposer’s three pleaded
regi strations, applicant pleaded that opposer does not use
its mark in comrerce for conputer goods. In its brief on
the case applicant argued that there has been no use of
opposer’s relied-upon marks in comrerce for conputer
sof tware goods; that individuals being tested cannot take
the exam nation software away fromthe exam nation; and that
“such a lack of characteristic sale of Cass 9 goods
i ndi cates no use of [opposer’s] marks at issue in conmerce
for such goods.” (Brief, p. 28.)

Qpposer argues in its reply brief that its PRAXI S
test “is accessed (and interacted with) by test-takers via a
conput er by neans of software |licensed to Opposer’s test
adm ni strators, whether comercial or educational in nature,
and delivered by Opposer to themin interstate commerce” (p.
9).

Furt her, opposer argues that according to the
| egi sl ative history of the Trademark Law Revision Act of
1988 regarding the Section 45 anended definition of “Use in
Comrerce” as “bona fide use of a mark in the ordinary course

of trade...” is to be “interpreted to nean commerci al use

14
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which is typical in a particular industry,” and “the
definition should be interpreted with flexibility so as to
enconpass various genuine, but less traditional, trademark
uses...” (Reply brief, pp. 9-10, enphasis in original.)
Opposer then argues as follows (reply brief, p. 10):

This statenent of |egislative intent
expressly identifies uses such as
Qpposer’s as constituting “use in
comerce,” and highlights the
fundanmental flaw in Applicant’s position
on this issue. Wile Applicant would
have the Board focus excl usively on
whet her purchasers get sonething
“tangible,” the drafters of the Lanham
Act revisions urge that industry
practice be considered. Applicant is no
doubt well aware that consuners who
“purchase” conputer software for their
hone conputers in retail outlets are
actually getting a |license to use the
under | yi ng conputer program subject to
certain terns and conditions.

Simlarly, purchasers of Opposer’s
PRAXI S SERI ES software do not al ways
wal k away with a di sk, but they
certainly pay for a license to use
Qpposer’s software and i nteract
continuously with the PRAXIS | conputer
program

And, of course Opposer’s PRAXI S software

is delivered to test centers in

interstate commerce and has been thus

delivered fromthe inception of

Qpposer’s pilot testing in Septenber

1991.

As was made clear by the Board in our previous order

dat ed Decenber 6, 1999, the only issue before us in
applicant’s counterclaimis whether applicant has

est abl i shed that opposer does not use its mark on conputer

15
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software as separate goods in trade, and thus, that its
regi strations should be cancelled as to International C ass
9.

Applicant, as plaintiff in the counterclaim bears the
burden of proving, by a preponderance of the evidence, its
asserted ground of opposer’s non-use of its mark on conputer
software. See Cerveceria Centroanericana, S. A V.
Cerveceria India Inc., 892 F.2d 1021, 13 USPQd 1307 (Fed.
Cr. 1989). On this record we cannot find that applicant
has met its burden.

The Trademark Law Revi sion Act (TLRA) anended, in
rel evant part, the definition of “use in comrerce” by adding
the followng initial sentence: “The term‘use in comerce’
neans the bona fide use of a mark in the ordinary course of
trade, and not made nerely to reserve a mark.” The
| egi sl ative history of the TLRA reveals that a major purpose
of this amendnent was to elimnate “token use” as a basis
for registration, and that a related intent was that the
stricter standard contenplates instead comercial use of the
type common to the particular industry in question. See
Par amount Pictures Corp. v. Wite, 31 USPQRd 1768, 1774
(TTAB 1994).

Opposer’s previous teacher certification test (the
Nat i onal Teachers Exam nation or NTE) had no conponent

delivered by a conputer, whereas opposer’s THE PRAXI S

16
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SERI ES, and particularly PRAXIS |, provides the option of
taking this test via conputer, and it is a “conputer
adaptive test,” which is used because one does not want to
test the person’s conputer skills, but rather their skills
in the subject(s) of the test. (June 10, 1997 Ransey dep.,

p. 21). Qpposer distributes preparatory booklets titled
“Tests at a dance” (TAAGs) for PRAXIS | as well as for each
subj ect under the PRAXIS Il tests (opposer’s Exhibits 5, and
23-26). It also distributes a tutorial booklet to show the
test-taker how to take the PRAXIS | test by conputer
(opposer’s Exhibit 21-A), which gives instructional
sequences, provides sanple questions, and shows reprints of
conputer screens (sone of which include the word PRAXI S

t hereon) . ]

12 The nunber of students opting to take opposer’s PRAXIS | test
as a conputer-based test has increased since the test’s inception
in 1991.
13 In addition, as a result of a request froma group of
hi storically black colleges and universities for nore help in
preparing their students to take the PRAXIS | test, opposer
created the “Learning Plus” programin Septenber 1993. This is a
non-secured preparatory exam nation for the PRAXIS | exam nation
The purchase order formfor opposer’s “Learning Plus” program
includes a statenent that this software is a conputer-based
i nstructional product devel oped for The Praxis Series and that
the order formis the purchaser’s request for a |icense to use
the involved proprietary software. Al so, the formincludes
sof tware charges for both a “one tinme site license fee” and a
“student user fee” which varies dependi ng on the nunber of
students. (Opposer’s Exhibit 31-A.) There are currently severa
hundred of these site licenses, about 10% of which are used in
vocational schools. (In May 1996, applicant purchased “Learning
Plus” software from opposer for use at applicant’s sunmer youth
program and for adults who need to upgrade their basic skills in
order to obtain a job.)

It is a heavily contested point between the parties as to
whet her opposer uses the mark PRAXIS, PRAXIS | or THE PRAXI S

17
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When opposer sells its PRAXIS | test (the basic test of

reading, witing and mathematics skills), states contract
W th opposer to give the test, and the test-takers cone in
and take a secured test (one given under standardized
conditions wth opposer or its agents attending as
nonitors), and they |later receive a score report. (June 10,
1997 Ransey dep., p. 138-140.) That is, states determne if
they will give opposer a contract to adm ni ster the teacher
| i censing exam nations in that state, and the students
individually pay to take the test. On cross exam nation by
applicant’s attorney, Dr. Paul Ransey expl ained the sal e of
its testing services and its printed materials and conputer
products as follows (June 10, 1997 dep., pp. 142-143):

Q So there is no exchange of noney

bet ween ETS and the state entities?

A. As a general rule, there is not.

There m ght be sone special work they

want you to do and they would pay for

that. Like, maybe they woul d want a

special kind of a report. But as a

general rule, you nmake up the work

t hrough student test-taking fees.

Q Then you don’t provide any type of

conputer software to the states

regardi ng these tests, then, do you?

A. W provide disks with student scores

on them W provide, you know, secured

testing centers that have in Praxis |
the conputer-based test on it.

SERIES in connection with “Learning Plus.” Wile the word PRAXI S
does not appear on the “Learning Plus” program CD | abel s or on
the video cassette | abels, there is evidence that the marks are
soneti mes used together in pronotional materials. (See, e.g.,
opposer’s Exhibit 45.) However, we need not rely on opposer’s
use of its mark “Learning Plus” in order to deternine this case.

18
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On direct exam nation by applicant’s attorney, Dr.

Paul Ransey agai n expl ained the sales involved as foll ows
(July 28, 1997 dep., pp. 22-23):

Q Wien a student or a test-taker takes

the Praxis Series Professional

Assessnent for Begi nning Teachers

Exam nati on on a conmputer, do they have

access to the software itself?

(obj ection discussion omtted)

A If you re taking the test, you have

access to the software.

The record clearly shows that opposer pilot tested its
PRAXIS | software in Septenber 1991 and it has been in
continuous use since that tinme. Qpposer transfers the
conputer software to the test-taking sites, for exanple,
school s and Syl van Learning Centers, and the disks are
returned to opposer. (Septenber 17, 1997 Ransey dep., pp.
35-36.) The fact that the conputer software (or the
printed test booklet) is returned to opposer for reading
the test scores and to generate a report back to the state,
t he school and/or the student does not negate trademark use
for those goods in this industry.

Applicant has not specifically identified why
opposer’s use is inappropriate or insufficient under the
TLRA definition of “ordinary course of trade,” especially
as the evidence shows that site |icensing, acconpanied by
conput er software and/or printed booklets and test forns is

characteristic in this academ c testing industry. To

what ever extent applicant intended to argue that in order

19
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for adequate “use in conmerce” under the Trademark Act,
there nust be a tangi bl e and pernmanent transfer of goods,
we disagree. Applicant cited to no case |law and we find
none to that effect. There is nothing in the TLRA anmendi ng
the Section 45 definition of “use in conmerce” which so
states. In fact, the legislative history of this amendnent
was generally to the contrary, advocating that we | ook to
the ordinary course of trade in each particular industry
and take a fl exi bl e approach.

Qpposer’s regi stered design mark and its common | aw
mar k, PRAXI S, unquestionably appear on the |labels of its
conputer software, and on printouts of conputer screens.
These are normal uses sufficient to establish use on
conputer prograns for purposes of registration at the
USPTO. Cf. In re Sharehol ders Data Corporation, 495 F. 2d
1360, 181 USPQ 722 (CCPA 1974) (involving the court’s
affirmance of the Board's affirmance of the Exam ner’s
refusal to register a mark for reports because they were
not separate goods in trade; the Court noted that the basis
of the statutory refusal was not specified by the Exam ner
or the Board, but the court interpreted it as based on
Sections 2 and 45 of the Trademark Act; one judge
di ssented).

Qpposer’s PRAXIS | test is accessed via conputer by

means of |icensed software which is delivered by opposer in
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interstate conmerce; licensing to test providers is the
neans of transfer that is customary in the field; opposer’s
PRAXIS | test is interacted with by test-takers; and PRAXI S
and/ or THE PRAXI S SERI ES PROFESSI ONAL ASSESSMENTS FOR

BEG NNI NG TEACHERS (and desi gn) appears on the | abel of the
conput er di sks, as well as on nunerous conputer screens
fromthe PRAXIS | test.

We find on this record that opposer sells teacher
license/certification testing services and printed materials
and conputer software, as interpreted under the definition
of “use in commerce” under Section 45 of the Trademark Act,
and the legislative history of the TLRA rel ated thereto.
That is, in this academc testing industry such use on these
goods is separate use on goods in trade. Accordingly,

applicant’s counterclaimis di sm ssed.

Qpposer’s Qpposition -- Likelihood of Confusion
Status and title copies of opposer’s registrations of
its pleaded registered marks are of record, and therefore,

priority is not an issue.Eﬂ See King Candy Conpany v.

14 Opposer’s three pleaded registrations all issued in 1993. The
status and title copies thereof submtted under a notice of
reliance were prepared by the Patent and Trademark O fice in
January 1997, and thus, did not include infornmation as to the
Section 8 affidavits, which were due in 1999. The records of
this Ofice indicate that opposer tinely filed a Section 8
affidavit in each registration, and that said affidavits were
accepted by the Ofice.

Wien a registration owned by a party has been properly made of
record in an inter partes case, and there are changes in the
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Eunice King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108
(CCPA 1974); and Carl Karcher Enterprises Inc. v. Stars
Restaurants Corp., 35 USPQ2d 1125 (TTAB 1995). Moreover,
the record establishes opposer’s use of its marks prior to
the filing date of applicant’s application (March 10, 1993).

We turn then to the issue of |ikelihood of confusion.
Qur determ nation of |ikelihood of confusion nust be based
on our analysis of all of the probative facts in evidence
that are relevant to the factors bearing on the |ikelihood
of confusion issue. See Inre E. |I. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

Turning first to a consideration of the parties’
respective goods and services, it has been repeatedly held
that, when evaluating the issue of |ikelihood of confusion
in Board proceedi ngs regarding the registrability of marks,
the Board is constrained to conpare the goods and/ or
services as identified in the application with the goods
and/or services as identified in the registration(s). See
Oct ocom Systens Inc. v. Houston Conputer Services Inc., 918

F.2d 937, 16 USPQ2d 1783 (Fed. G r. 1990); and Canadi an

status of the registration between the tine it was rmade of record
and the tinme the case is decided, the Board will take judicial
notice of, and rely upon, the current status of the registration
as shown by the records of the Patent and Trademark O fice. See
TBMP 8703.02(a), at page 700-10, and the cases cited therein.

The Board hereby takes judicial notice of the current status of
opposer’ s pl eaded regi strations.
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| nperial Bank of Commerce, National Association v. Wlls
Fargo Bank, 811 F.2d 1490, 1 USPQd 1813 (Fed. G r. 1987).
Further, it is well settled that goods and/or services
need not be identical or even conpetitive to support a
finding of likelihood of confusion, it being sufficient
instead that the goods and services are related in sone
manner or that the circunstances surroundi ng their marketing
are such that they would |ikely be encountered by the sane
persons under circunstances that could give rise to the
m st aken belief that they emanate fromor are associ ated
wth the sanme source. See In re Peebles Inc., 23 USPQd
1795 (TTAB 1992); and In re International Tel ephone and
Tel egraph Corporation, 197 USPQ 910 (TTAB 1978).
Applicant’s conputer software, as identified, is for
use by, inter alia, “educators,” and it is to “evaluate” the
“performance of individuals.” Qpposer’s conputer prograns,
as identified, are specifically in the field of test
devel opnment, adm nistration and scoring for teacher
exam nations; and opposer’s services are test devel opnent,
adm ni stration and scoring for a series of teacher
exam nations, as well as performng research and validity
studi es of teacher exam nations. Wile the conputer
software prograns of applicant and opposer are not
identical, it is clear that applicant’s conputer software,

as identified, enconpasses software for use in the education
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field and for evaluation of individuals. That is, opposer’s
goods, as well as its services, specifically relate to

t eacher exam nations, and applicant’s goods specifically
relate to educators and evaluations. Even if applicant’s
actual business involves only job nmarket access (as

di stingui shed fromteacher licensing), applicant’s
identification of goods is not so restricted.

Applicant’s identification of goods does specify that
the software is intended “for use by educators, trainers and
soci al service providers.” The goods and services offered
by opposer enconpass these professional groups. See The
Chi cago Corp. v. North American Chicago Corp., 20 USPQ2d
1715 (TTAB 1991).

Applicant’s argunent that its goods would be directed
specifically to a variety of social service agencies with a
focus on noving people into the workforce, is unpersuasive
in view of applicant’s identification of goods. Also,

i nasmuch as applicant’s mark has not yet been used,
applicant’s possible future marketing plans, (which, in any
event, could be altered at any tinme before, during or after
t he comencenent of use of the mark) are not relevant to our
decision on the registrability of this mark.

Even if we assune, as argued by applicant, that the

parties’ custoners and potential custoners (for exanple,
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state agencies) are sophisticatedEE]and may exercise
considerable care in selecting these goods and services,
this does not mean that the consuners are i nmune from
confusion as to the source of the goods and services offered
by applicant and opposer. See Wi ss Associates Inc. v. HRL
Associates Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed. GCr.
1990) .

We find applicant’s identified goods are related to
opposer’s teacher testing services as well as opposer’s
conputer software; and that the parties’ goods and services
woul d be sold in simlar channels of trade to the sanme
pur chasers.

We turn next to an analysis of the simlarity as to
sound, appearance, connotation and commercial inpression
bet ween applicant’s mark, , and opposer’s
regi stered and comon | aw marks, all of which include the
wor d PRAXI S.

Applicant admits that the dom nant feature of its mark
is the word PRAYIS; and in answering interrogatory No. 8,
applicant stated that “The phonetic equival ent of that
portion of our Mark including the phrase PRAYIS is the word
praxi s, pronounced ‘prak-sis’, as set out in the 1980

Anmerican Heritage Dictionary.” However, applicant contends

15 W are hesitant, absent proof, to assune the certainty of
appl i cant’ s argunent regardi ng sophistication of state agency
personnel as purchasers.
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that PRAXIS is not the dom nant feature of opposer’s various
mar ks, and that the overall marks are dissimlar. Cearly
PRAXIS is the only word in opposer’s conmon | aw marKk,
PRAXIS;, and it is likew se clearly the dom nant word in
opposer’s comon |aw marks PRAXIS I, PRAXIS Il, and PRAXI S
[11. Wth regard to opposer’s regi stered marks which
i ncl ude other wording and two of which include a design
feature, we still find that the word PRAXIS is the dom nant
source-indicating word in opposer’s registered marks. Al
of the other words in both parties’ respective marks are
hi ghly suggestive, if not descriptive, of the goods and
services; and in fact, these words have been discl ai med.
Al so, both parties’ marks include the word PRAXI S or PRAYI S
as the first word or first portion of the marks. Thus, the
words PRAXI S and PRAYI S are the dom nant parts of the
respective involved marks. See In re National Data
Corporation, 753 F.2d 1056, 224 USPQ 749 (Fed. G r. 19985).
O course we consider the involved marks in their
entireties, and when so considered, we find that applicant’s
mark is simlar in sound, appearance, connotation and
commercial inpression to opposer’s marks. Applicant
admtted in its anmended answer that the word PRAYIS in its
mark resenbl es in appearance the word PRAXIS i n opposer’s
mar ks. Applicant has al so acknow edged that the word

PRAYI S is pronounced like the word PRAXIS. Applicant’s
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word PRAYIS is conparable to the word PRAXI S, al beit using
the letter “X’ fromthe G eek al phabet.

The differences in the marks m ght not be recalled by
purchasers seeing the marks at separate tines. The enphasis
in determning likelihood of confusion is not on a side-by-
si de conparison of the nmarks, but rather nmust be on the
recol l ection of the average purchaser, who normally retains
a general rather than a specific inpression of the many
trademar ks encountered; that is, the purchaser’s fallibility
of menory over a period of time nust also be kept in mnd.
See Grandpa Pidgeon’s of Mssouri, Inc. v. Borgsmller, 477
F.2d 586, 177 USPQ 573 (CCPA 1973); Spoons Restaurants Inc.
v. Morrison Inc., 23 USPQ2d 1735 (TTAB 1991), aff’d unpub’'d
(Fed. Gr., June 5, 1992); and Edi son Brothers Stores v.
Brutting E.B. Sport-International, 230 USPQ 530 (TTAB 1986).

Whil e PRAXIS may be a suggestive termin the fields of
educational testing materials and services, suggestive marks
are entitled to protection, and the nmarks carry the sane
connotation for both opposer and applicant. In any event,

the record is clear that opposer’s marks including the word

PRAXI S are strong marks, based on opposer’s mllions of
dollars in developnment, mllions of dollars in advertising
and marketing, and its achievenent of mllions of dollars in

revenues from THE PRAXI S SERI ES goods and services in the

several years it has been avail abl e.
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G ving appropriate weight to all conponents of the
i nvol ved marks, and considering the marks in their
entireties, we find that these marks are simlar in sound,
appear ance, connotation and comrercial inpression. See In
re Hearst Corp., 982 F.2d 493, 25 USPQR2d 1238 (Fed. GCr.
1992); and In re National Data, supra.

Applicant argued in its brief that “*praxis’ has been
extensively registered and used as a trademark on a variety
of products,” but applicant offered neither testinony nor
any ot her evidence thereof. Further, applicant acknow edged
inits brief that “this particular factor nmay be accorded
little weight in the ultimte determ nation of |ikelihood of
confusion.” Applicant sinply argues that the registration
file histories of opposer’s registrations, indicate that
ot her “prior praxis-mark owners contenpl ated opposing ETS s
registration applications.” (Brief, p. 23.) Even if
applicant had introduced third-party registrations into the
record, such registrations would be of little weight in
determ ning |ikelihood of confusion as they are not evidence
of use of the marks shown therein and they are not proof
that consuners are famliar wwth themso as to be accustoned
to the existence of simlar marks in the narketplace. See
Smth Bros. Mg. Co. v. Stone Mg. Co., 476 F.2d 1004, 177

USPQ 462 (CCPA 1973); and Conde Nast Publications, Inc. v.
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American Greetings Corp., 329 F.2d 1012, 141 USPQ 249 ( CCPA
1964) .

| nasnuch as applicant has not commenced use of its
mark, the du Pont factor of actual confusion is not rel evant
inthis case. Applicant’s comrent that opposer had anple
opportunity to conduct consuner surveys regardi ng potenti al
confusion i s unpersuasive. Surveys are not required in
Board proceedi ngs which determne the right to register
only. See H|lson Research, Inc. v. Society for Human
Resour ces Managenent, 27 USPQRd 1423, 1435-1436 (TTAB 1993).

Finally, applicant, as the newconer, has the
opportunity of avoiding confusion, and is obligated to do
so. See In re Hyper Shoppes (Chio) Inc., 837 F.2d 840, 6
UsP2d 1025 (Fed. G r. 1988).

Based on the simlarity of opposer’s marks and
applicant’s mark; the rel atedness of applicant’s conputer
software, as identified, to both opposer’s goods and
services; the sanme trade channels for both parties’ goods
and services; the simlar classes of purchasers; and the

strength of opposer’s mark; we find that confusion is

i kel y. ]

16 W hasten to add that our decision on likelihood of confusion
woul d be the sane, even if opposer’s registrations had been
cancelled for the International C ass 9 goods.
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Qpposer’s Qpposition -- Lack of Bona Fide Intent To Use

Opposer has not established by a preponderance of the
evi dence that applicant |acked a bona fide intent to use its
mark at the tinme it filed its application. |In fact, this
record clearly shows that applicant had a bona fide intent
to use the mark, but it did not start the devel opnent
programfor its mark pending the resolution of this
trademark di spute. (See, e.g., July 30, 1997 Charles G
Tetro dep., p. 30, and Confidential Exhibits 7 and 9 from
the COctober 26, 1994 Charles G Tetro discovery dep.)[ﬂ
Opposer’s argunent that applicant did not act to finance and
devel op the mark is unpersuasive. |In the situation present
inthis case, applicant was justified in putting its
devel opment and financing plans for this mark on hold. See
Anderson, Cayton & Co. v. Christie Food Products Inc., 4
UsP2d 1555, 1559 (TTAB 1987).

The legislative history of the Trademark Law Revi si on
Act makes clear that the opposition procedure is
intentionally placed prior to when an applicant is required
to use a mark in an intent-to-use application. *“Subjecting

an intent-to-use application to the opposition process

17 The 1993 Anerican Vocational Association Convention book lists
appl i cant under the “trade show directory,” and the description
includes a reference to applicant’s PRAXIS program (Opposer’s
Exhibit 29, p. 151.) CQutside of this use of the term PRAXI S
there is no evidence that applicant has commenced use of the

i nvol ved mark for the involved goods; and in fact, applicant
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before the applicant makes use of its mark is essential if
the systemis to achieve its goal of reducing uncertainty
before the applicant invests in comercial use of the mark.”
S.Rep. No. 515 at 32, 1988 U. S.C.C.A N at 5595. See also
East man Kodak Co. v. Bell & Howell|l Docunent Managenent
Products Co., 994 F.2d 1569, 26 USPQ2d 1912, 1916 (Fed. Cir.
1993).

Qpposer’ s argunent that applicant did not have an
intent to use the mark exactly as it is applied for (i.e.,
with all of the words in the exact arrangenent and font

size, with the Geek letter Y (Xi) as the fourth letter of

the word PRAYI S, and al ways including the words “persona
records access and information systenf) is also not
established in the record before us. Applicant’s use of the
wor d PRAXISEﬂaJone as a shorthand version in applicant’s

i nternal docunents, including mnutes of Board neetings, and
even occasi onal uses in correspondence does not prove that
applicant did not have a bona fide intent to use the mark as

applied for, especially in light of applicant’s decision to

answered opposer’s interrogatory No. 1 that it has not used its
appl i ed-for mark anywhere.

18 In the COctober 21, 1996 di scovery deposition of John Dorrer
applicant’s senior vice president, he acknow edged that he had
not investigated whether the Geek letter could be displayed in
appl i cant’ s DOS-based products, but that he thought “probably
not.” However, he also testified that it was contenpl ated that
applicant’s PRAYIS product would be Wndows-based. (Dep., p
18.)
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wi t hhol d devel oprment of this product until the trademark
di spute was determ ned.

Decision: Applicant’s counterclaimto cancel the
International Cl ass 9 goods in opposer’s pleaded
Regi stration Nos. 1,772,125, 1,772,128 and 1,812,590 is
deni ed; and the opposition is sustained on the ground of
| i keli hood of confusion only, and registration to applicant

is refused.
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